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DETAILED ACTION 



1 1 . Receipt is acknowledged of the IDS received on 26 March 2004 and 9 April 2004. 



obviousness-type double patenting as being unpatentable over claims 1-12 of copending 
Application No. 1 0/7 1 0,33 1 . 

3. Although the conflicting claims are not identical, they are not patentably distinct from 
each other because the Applications all deal with verifying a biometric to authorize a transaction. 
Though the '331 Patent Application deals with smartcards, the Examiner notes that it is well 
known and conventional that the differences between smart cards, transponders, and other 
wireless/portable devices are obvious to one of ordinary skill in the art, and their selection for 
use is a matter of design/system constraints (cost, distance of communication, portability, 
convenience, etc.), for example. 
For instance: 

In claim 1 of the present claimed invention and claim 1 of the '33 1 Patent Application the 
Applicants claim: 

i) ". . .transponder-reader system. . . proffered biometric . . . database configured to store 
data packet. . ." (see claim 1), whereas in the '33 1 Patent Application the Applicants claim 
"...smartcard system... proffered biometric ...database configured to store data packet..." (see 
claim 1). 



Double Patenting 



2. 



Claims 1-12 are provisionally rejected under the judicially created doctrine of 



Application/Control Number: 10/708,838 
Art Unit: 2876 



Page 3 
D. Walsh 



In claim 2 of the present claimed invention and claim 2 of the c 33 1 Patent Application the 
Applicants claim: 

ii) "...verify said proffered biometric sample." (see claim 2), whereas in the '331 Patent 
Application the Applicants claim ". ..verify said proffered biometric sample." (see claim 2). 

In claim 3 of the present claimed invention and claim 3 of the '33 1 Patent Application the 
Applicants claim: 

iii) "... associate said proffered biometric sample. . . loyalty point information " (see claim 
3), whereas in the '33 1 Patent Application the Applicants claim "... associate said proffered 
biometric sample. . . loyalty point information." (see claim 3). 

In claim 4 of the present claimed invention and claim 4 of the '33 1 Patent Application the 
Applicants claim: 

iv) "... different biometric samples associated. . . loyalty point information." (see claim 4), 

■ 

whereas in the in '33 1 Patent Application the Applicants claim ". . .different biometric samples 
associated. . . loyalty point information." (see claim 4). 

In claim 5 of the present claimed invention and claim 5 of the '33 1 Patent Application the 
Applicants claim: 

v) ". . . database. . . data packets. . . criminal information." (see claim 5), whereas in the '33 1 
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Patent Application the Applicants claim "... database. . . data packets. . . criminal information." (see 
claimS). 

In claim 6 of the present claimed invention and claim 6 of the '33 1 Patent Application the 
Applicants claim: 

vi) "...transponder-reader system." (see claim 6), whereas in the '331 Patent Application 
the Applicants claim "... smartcard system " (see claim 6). 

In claim 7 of the present claimed invention and claim 7 of the '33 1 Patent Application the 
Applicants claim: 

vii) "... authorized sample receiver " (see claim 7), whereas in the '33 1 Patent 
Application the Applicants claim ". . .authorized sample receiver." (see claim 7). 

In claim 8 of the present claimed invention and claim 8 of the '33 1 Patent Application, 
the Applicants claim: 

viii) ". . .primarily associate. . . secondarily associate. . . first user information." (see claim 
8), whereas in the '33 1 Patent Application the Applicants claim "... primarily 
associate. . . secondarily associate. . . first user information." (see claim 8). 

In claim 9 of the present claimed invention and claim 9 of the '33 1 Patent Application the 
Applicants claim: 



■ 
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ix) "... associate a second proffered biometric sample. . .loyalty point information." (see 
claim 9), whereas in the '33 1 Patent Application the Applicants claim "... associate a second 
proffered biometric sample. ..loyalty point information." (see claim 9). 

In claim 10 of the present claimed invention and claim 10 of the '33 1 Patent Application 
the Applicants claim: 

x) ". . . first proffered biometric sample. . . first user information. . . second biometric 
sample. . . second user information. . . different that said first user information." (see claim 10), 
whereas in the £ 33 1 Patent Application the Applicants claim ".. .first proffered biometric 
sample. . . first user information. . . second biometric sample. . . second user information. . . different 
that said first user information." (see claim 10). 

In claim 1 1 of the present claimed invention and claim 1 1 of the '33 1 Patent Application 
the Applicants claim: 

xi) "... associated with different user information." (see claim 1 1), whereas in the '33 1 
Patent Application the Applicants claim "... associated with different user information." (see 
claim 11). 

» 

In claim 12 of the present claimed invention and claim 12 of the '33 1 Patent Application 
- the Applicants claim: 

xii) "... secondary security procedure. . ." (see claim 12), whereas in the '33 1 Patent 
Application the Applicants claim "... secondary security procedure. . . " (see claim 12). 
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This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 



The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the claims under 
35 U.S.C. 103(a), the examiner presumes that the subject matter of the various claims was 
commonly owned at the time any inventions covered therein were made absent any evidence to . 
the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out the inventor 
and invention dates of each claim that was not commonly owned at the time a later invention was 
made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) and potential 35 
U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

2. Claims 1-3 and 5-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over Black 
(US 2005/0122209). 

* 

Re claim 1 , Black teaches a method for registering biometric information for use with a 
transponder-reader system, the system comprising: a biometric sensor configured to detect a 
proffered biometric sample; a device configured to associate the proffered biometric sample with 



Claim Rejections - 35 USC § 103 
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user information and transponder information to create a data packet; and a database configured 
to store the data packet, wherein the database is configured to communicate with the system 
(FIG. 1 A- ID, 5 A, abstract, which teaches proffering a biometric sample and associating the 
information with user and transponder information to create a data packet FIG. 10A-1 IB, 14A, 
14B.) The Examiner notes that though some embodiments of Black are described in relation to a 
smartcard, Black has stated in the abstract that the teachings can be of a transponder, smartcard, 
card, etc. Black also teaches that the data can be stored on a host computer or on the transponder 
itself (paragraph [0090]+), based on security concerns. Though silent to a database, the 
Examiner notes it would have been obvious to one of ordinary skill in the art to store the data 
packet (user information and related transponder information) on a database (as it has been 
discussed above that the data can be stored locally or remotely) as a well-known and 
conventional means of storing data to be accessed quickly and efficiently. 

Re claim 2, the Examiner notes that Black teaches that the biometric sample is stored 
(either on the transponder or not on the transponder), as discussed above. Accordingly, it is 
obvious to one of ordinary skill that once a sample it is processed in order so that it can be 
stored, read, etc. as is conventional in the art. Though silent to verification, the Examiner notes 
that it is obvious to verify a received sample in order to confirm that a complete and accurate 
sample was received, before storing, so that only a legitimate/complete sample is recorded (see 
FIG. 5A which teaches making sure that sample is acceptable, which can be interpreted as a 
verification). 

Re claim 3, Black teaches associating of the biometric sample with at least one of 
personal information, credit card information, debit card information, savings account 
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information, membership information, PayPal account information,- Western Union Account 
information, electronic bill payment information, automatic bill payment information, and 
loyalty point information. (FIG. 5A) 

Re claim 5, it has been discussed above that at least one of proffered biometric samples, 
registered biometric samples, user information, terrorist information, and criminal information 
are stored in the data packets on the database. 

Re claim 6, it has been discussed above that the database is contained in at least one of 
the transponder, transponder reader, sensor, remote server, merchant server, and transponder- 
reader system Additionally, the Examiner notes that is an obvious, matter of security, where the 
database is to be stored, and that choosing the location of the database is an obvious expedient 
well within the skill in the art, for security concerns, or due to system/design constraints. 

Re claim 7, as the remote database has been taught above, capable of being on the host 
computer that is interpreted as being operated by an authorized sample receiver. 
3. Claims 4 and 9-11 are rejected under 35 U.S.C. 103(a) as being unpatentable over Black 

■ 

in view of Maritzen et al. (US 2002/0191816). 

Re claim 4, the teachings of Black have been discussed above. 

Black is silent to different proffered biometric samples being associated with a different 
one of personal information, credit card information, debit card information, savings account 
information, membership information, PayPal account information, Western Union Account 
information, electronic bill payment information, automatic bill payment information, and 
loyalty point information. 

Maritzen et al. teaches such limitations (paragraph [0074]). 
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At the time the invention was made, it would have been obvious to one of ordinary skill 
in the art to combine the teachings of Black with those of Maritzen et al. 

One would have been motivated to do this to have additional accounts protected with 
biometric security for convenience of the user. The Examiner notes that such modification is an 
obvious expedient as it is well known and conventional that biometrics can be used to 
authenticate users for accounts/transactions, and that by providing different biometrics for 
different accounts is an obvious expedient for the convenience of the user. 

Re claims 9-11, the teachings of Black have been discussed above. 

Black is silent to associating a fires proffered biometric sample with first user 
information and associates a second proffered biometric sample with second user information, 
different from first user information. 

The teachings of Martizen et al. have been discussed above including associating 
different biometric samples with different user information/accounts (see claim 4 above). 

At the time the invention was made it would have been obvious to an artisan of ordinary 
skill in the art to combine the teachings of Black with those of Martizen et al. 

One would have been motivated to do this to provide additional biometric security for 
other accounts, providing user convenience, when performing a transaction, for example. 
4. ^ Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Black in view of 
Moebs et al. (US 2005/0065872). 

Re claim 8, the teachings of Black have been discussed above. Re claim 8, FIG. 10A- 
1 IB teach the biometric sample is primarily associated with at least one of a first user 
information (account number). 
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Black is silent to the biometric sample being secondarily associated with a second user 
information, different from the first. 

Moebs et al. teaches that a customer can avoid overdrafts by preauthorizing the financial 
institution to tie the customer's checking account to one or more of the customers other accounts 
such as deposit accounts (paragraph [0017]). The Examiner notes that overdraft protection is 
well known and conventional in the art. Accordingly, the Examiner notes it would have been 
obvious that by linking an overdraft account to a primary account that is associated with the 
sample, that the overdraft account is interpreted as being secondarily associated with the sample, 
for if the primary account is overdrawn, the secondary account is drawn upon. 

One would have been motivated to combine the teachings of Black with those of Moebs, 
in order to provide overdraft protection for the convenience of the user. It is clear that such 
protection is desirable for financial transactions (whether with a fob, smartcard, or other portable 
storage medium designed for such purposes.) 

5. Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over Black in view of 
Machida (US 2004/0 1 3 1 237). 

Re claim 12, the teachings of Black have been discussed above. Black teaches that 
biometrics are verified as legible, but is silent to how such samples are verified. 

The Examiner notes that it is well known and conventional in the art to verify 
fingerprints. Specifically, Machida teaches verifying fingers/prints as valid, by examining 
spacing of minutiae (see claim 1) to see if the print is a real finger. 

At the time the invention was made, it would have been obvious to one of ordinary skill 
in the art to combine the teachings of Black with those of Machida. 
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One would have been motivated to do this to increase security by only allowing 
legitimate fingerprints to be accepted. 

Conclusion 

6. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure: Gokcebay (US 5,245,329), Dolphin (US 5,677,953), Meadows et al. (US 5,869,822), 
Dunn et al. (US 5,987,155), Gray (US 6,268,788), Pare et al. (US 6,269,348), Takhar (US 
2001/0053239), Iannacci (US 2002/0062249), Kawan (US 2002/0062284), Segal et al. (US 
2002/0066784), Doyle et al. (US 2002/0095587), Janiak et al. (US 2002/0097142), Prokoski et 
al. (US 2002/0140542), Wang et al. (US 2002/0163421), Gravelle et al. (US 2002/178063), 
Simon (US 2003/0086591), Seifert (US 2003/01 12120), Mitchell et al. (US 2003/0149661), 
Joseph (US 2003/0150911), Palmer et al. (US 2003/0266041), McCall et al. (US 2003/0229793), 
Hoffman et al. (US 2004/0020982), Koo (US 2004/0021552), Nugent (US 2004/0041021), 
Yamagishi (US 2004/0041690), Deyoe et al. (US 2004/0084542), Doughty et al. (US 
2004/0133787), Zuili (US 2004/0149827), Royer et al. (US 2004/0155101), Lee (US 
2004/0195314), Barillova et al. (US 2004/0199469), Golden et al. (US 2004/0208343), Kotzin 

* 

(US 2004/0257196), Doughty et al (US 2005/000171 1), Haala (US 2005/0005172), Ikeda et al. 
(US 2005/0018658), Inabe (US 2005/0033992), Rothschild et al. (US 2005/0054438), Gotfried 
et al. (US 2005/0087597), Kuwana et al. (US 2005/0091325), Haala (US 2005/0102524), and 
Arnouse (US 2005/0139669). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Daniel I. Walsh whose telephone number is (571) 272-2409. The 
examiner can normally be reached on M-F 7:30-4:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael G. Lee can be reached on (571) 272-2398. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Daniel I Walsh 
Examiner 
Art Unit 2876 




